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DETAILED ACTION 

This Office Action is in response to tine Request for Continued Examination filed 
on February 27, 2009. Applicants' arguments, filed February 27, 2009, have been fully 
considered. Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are either reiterated or 
newly applied. They constitute the complete set presently being applied to the instant 
application. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Claim Objections 

Claim 1 is objected to because of the following informalities: a closed 
parenthesis should follow the "step a" in step b) (i.e., "a)") and "step c" in step d). 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 (Previous Rejection) 

Claims 1, 3-6 and 9-1 1 were rejected under 35 U.S.C. 102(b) as being 
anticipated by Struillou et al. (EP0771785). This rejection is maintained. 



ApDlicant's Arguments 
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Applicant argues there is no mention of a reaction of a halo ester with a 
heterocyclic aromatic amine to produce a water soluble ester involving a reaction at the 
aromatic amino nitrogen. Applicant further argues that while Struillou discloses reacting 
the halo ester with an amine to form a salt, Struillou does not disclose the amines of the 
instant invention. 

Examiner's Response 

In regard to the reaction of a halo ester with a heterocyclic aromatic amine to 
produce a water soluble ester involving a reaction at the aromatic amino nitrogen, 
Struillou et al. disclose the same reaction with the same conditions as claimed. Struillou 
et al. disclose quaternisation of a tertiary amine with the halogenoacetate ester, wherein 
the amine is pyridine; the heterocyclic aromatic amine of instant claims 1 and 9-10, and 
salts are formed (p. 43, line 39 to p. 44, line 40). It would be inherent that the same 
reaction with the same reagents would form the same product. Applicant's claims do 
not recite the actual mechanistic steps of the reaction as argued on p. 5, and therefore 
the reference does not have to disclose the argued mechanistic steps. 

Claim Rejections - 35 USC § 103 (New Rejection) 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining tlie differences between the prior art and tlie claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Struillou et al. (EP0771785, as previously disclosed) as applied to claims 1-6 and 9-1 1 
above, in view of Green et al. (US Patent No. 4,026,945). 

The primary reference is discussed in detail in the previous office action filed 
April 02, 2008 and differs from the instant claims insofar as it does not disclose a 
diamine containing at least one tertiary amino group of instant claim 7. 

Green et al. disclose an anti-microbial quaternary ammonium (Abstract). Green 
et al. disclose a composition comprising N, N, N',-N'-tetramethyl ethylenediamine, which 
is a synonym for 1 ,2-bis(dimethylamino)ethane\ as an effective microbiocide (column 
2, lines 20-23, and claim 1). Green et al. differs from the instant claims insofar as it 



^ Material Safety Data Sheet (previously disclosed), printed 02/05/2004, section 2- 
Composition/information on Ingredient, Formula synonyms, compounds 1 and 6. This reference s used 
to show the formula synonyms and is not relied upon for the basis of the rejection. 
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does not disclose a method for the controlled release of a biologically active hydroxy! 
group. 

It is prima facie obviousness to select a known material based on its suitability for 
its intended use. Also, established precedent holds that it is generally obvious to add 
known ingredients to known compositions with the expectation of obtaining their known 
function. MPEP 2144.07. Therefore, it would have been obvious to have used the N, 
N, N',-N'-tetramethyl ethylenediamine in the composition of Struillou et al. motivated by 
the desire to use a substance with known antimicrobial activity as disclosed by Green et 
al. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NANNETTE HOLLOMAN whose telephone number is 
(571) 270-5231 . The examiner can normally be reached on Mon-Fri 800am-500pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick Krass can be reached on 571-272-0580. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/N. H./ 

Examiner, Art Unit 1612 
/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



